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DETAILED ACTION 

1. All outstanding rejections are overcome by applicant's after-final amendment filed 
5/18/06 that has been entered. 

In light of the new grounds of rejection as set forth below, the following action is non- 
final and thus, the finality of the previous office action has been withdrawn. 

Claim Rejections - 35 USC $ 103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Claims 1-3, 5-8, and 10-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nguyen et al. (U.S. 5,990,202) in view of WO 2001/96483. 

Nguyen et al. disclose ink comprising aqueous dispersion of colorant wherein the 
colorant comprises water-insoluble dye such as xanthene and polymer obtained from monomers 
including C2-C40 alkyl (meth)acrylate, 0-10% salt- forming monomer such as acrylic acid, and 
monomer copolymerizable with the alkyl (meth)acrylate and salt-forming monomer. The ink also 
comprises 10-25% co-solvent such as N-methylpyrrolidone or aliphatic alcohol, i.e. permeability 
controlling solvent (col.l, lines 10-14, col.3, lines 1-7 and 13-22, col.6, lines 12-50, col.8, lines 
40-59, col.l 1, line 59-col.l2, line 30, and col.15, lines 37-55). Given that Nguyen et al. disclose 
polymer obtained from same type and amount of monomers as presently claimed, it is clear that 
the polymer would intrinsically possesses solubility in water as presently claimed. 
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The difference between Nguyen et al. and the present claimed invention is the 
requirement in the claims of acid value of the water-insoluble polymer. 

WO 2001/96483 1 , which is drawn to aqueous ink jet ink, discloses colorant that is 
hydrophobic dye encapsulated with polymer wherein the polymer has acid value of 20-200. It is 
disclosed that if the acid value is less than 20, the dispersion stability of the colorant in the 
aqueous media is insufficient while if the acid value is greater than 200, aggregation readily 
takes place upon production of the colorant to cause deterioration in ejection stability and nozzle 
clogging (paragraphs 1, 17, 138, 149, 232, and 233). 

In light of the motivation for using polymer with specific acid value disclosed by WO 
2001/96483 as described above, it therefore would have been obvious to one of ordinary skill in 
the art to use polymer with such acid value, including that presently claimed, in Nguyen et al. in 
order to produce ink that has good dispersion stability as well as good ejection stability and that 
does not clog the printer nozzles, and thereby arrive at the claimed invention. 

4. Claims 1-3 and 5-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gore 
et al. (U.S. 2003/0055178) in view of Ishizuka et al. (U.S. 2002/0025994) and WO 2001/96483. 

Gore et al. disclose ink comprising aqueous dispersion of colorant containing crosslinked 
polymeric nanoparticles obtained from monomers including C16-C24 alkyl (meth)acrylate, 2-40% 
salt- forming group containing monomer that is neutralized, and other monomer copolymerizable 

1 It is noted that when utilizing WO 2001/96483, the disclosures of the reference are based on Yatake et 
al. (U.S. 2003/0106462) which is an English language equivalent of the reference. Therefore, the column 
and line numbers cited with respect to WO 2001/96483 are found in Yatake et al. 
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with the alkyl (meth)acrylate and salt-forming monomer and dye wherein the dye is attached to 
or reacted with the polymeric nanoparticle (paragraphs 2, 8, 14, 16, 35, 38, 51, 53-54, 66, 70, 72, 
and 88). For further detail regarding the dye, Gore et al. refers to Ishizuka et al. which discloses 
the use of oil-soluble dye such as quinophthalone or phthalocyanine dyes (paragraphs 16-18). 
Given that Gore et al. disclose polymer obtained from same type and amount of monomers as 
presently claimed, it is clear that the polymer would intrinsically possesses solubility in water as 
presently claimed. 

The difference between Gore et al. and the present claimed invention is the requirement 
in the claims of (a) acid value of the water-insoluble polymer and (b) permeability controlling 
solvent. 

With respect to difference (a), WO 2001/96483, which is drawn to aqueous ink jet ink, 
discloses colorant that is hydrophobic dye encapsulated with polymer wherein the polymer has 
acid value of 20-200. It is disclosed that if the acid value is less than 20, the dispersion stability 
of the colorant in the aqueous media is insufficient while if the acid value is greater than 200, 
aggregation readily takes place upon production of the colorant to cause deterioration in ejection 
stability and nozzle clogging (paragraphs 1, 17, 138, 149, 232, and 233). 

In light of the motivation for using polymer with specific acid value disclosed by WO 
2001/96483 as described above, it therefore would have been obvious to one of ordinary skill in 
the art to use polymer with such acid value, including that presently claimed, in Gore et al. in 
order to produce ink that has good dispersion stability as well as good ejection stability and that 
does not clog the printer nozzles, and thereby arrive at the claimed invention. 
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With respect to difference (b), WO 200 1/96483^ discloses the use of 0.5-30% 
di(tri)ethylene glycol monobutyl ether, i.e. permeability controlling solvent, in order to improve 
penetration of the ink into substrate and thus, improve print quality (paragraphs 93-94, 103, 
105,and 109). 

In light of the motivation for using di(tri)ethylene glycol monobutyl ether disclosed by 
WO 2001/96483 as described above, it therefore would have been obvious to one of ordinary 
skill in the art to use di(tri)ethylene glycol monobutyl ether in the ink of Gore et al. in order to 
produce ink with good print quality, and thereby arrive at the claimed invention. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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